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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed pubhcation in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of apphcation for patent in the United States. 

2. Claims 1 and 4 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by U.S. 
Patent No. 5,080,232 to Leoncavallo. 

Referring to claims 1 and 4, Leoncavallo discloses a rack (10, 20) for use in a 
compound handling system for handling a multiplicity of tubes containing ahquots of 
chemical or biological samples. The rack comprises a single piece frame (22) with a top 
side and bottom side and storage compartments (24) configured and dimensioned to 
receive a sample tube containing chemical or biological sample (see FIGS. 2, 3, and 6; 
COL. 2, lines 40-66). "Peripheral frame" has been interpreted as the frame being on the 
outer or exposed surface of the rack. Since the frame (22) is snapped into position on the 
topmost surface of the rack, the frame (22) is considered "peripheral" (see COL. 2, lines 
63-68; COL. 3, lines 1-24). Separation walls define a plurality of rows of storage 
compartments (24) within the frame (22) (see FIGS. 2, 3, and 6). Since the Merriam- 
Webster Collegiate Dictionary defines grid as a network of uniformly spaced horizontal 
and perpendicular lines, the separation walls are considered "grid-like." The storage 
compartments (24), each of which has an inner wall, are open at the top and bottom side 
of the frame (22) so that a sample tube can be inserted within the inner wall of the storage 
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compartment and into the storage compartment (24) and removable from the storage 
compartment (24) from either the top or bottom side of the frame (22) (see FIGS. 2, 3, 
and 6; COL. 2, lines 40-66). The retaining means (34), which comprises a projection for 
retaining a sample tube within each of the storage compartments (24), is an integral part 
of the frame (22) as part of the inner of the wall of each storage compartment (24) (see 
FIGS. 2, 3, and 6; COL. 3, lines 32-59). The "inner surface" of the "inner wall" has been 
interpreted as the surface forming the interior of the storage compartment, such that the 
"inner surface" is part of the "inner wall" forming the surface of the storage compartment 
that may be in direct contact with the tubes (see FIGS. 2, 3, and 6). The projection is 
formed from the inner surface of the inner wall (see FIGS. 2, 3, and 6). The retaining 
means/projection (34) is configured and dimensioned to cooperate with a part of the outer 
wall of a sample tube in order to retain the sample tube at a predetermined position within 
the compartment (24) (see FIGS. 2, 3, and 6; COL. 3, lines 32-59). The retaining 
means/projection (34) for retaining a sample tube (36) is configured and dimensioned to 
bias against a sample tube (36) positioned within the storage compartment (24) (see 
FIGS. 2, 3, and 6; COL. 3, lines 32-59). The retaining means/projection (34) is suitable 
for snapping between two ridges of the outer wall of a sample tube that is positioned 
within the compartment (24) (see FIGS. 2, 3, and 6). It is noted that the sample tube has 
not been positively recited, such that Leoncavallo does not have to explicitly disclose the 
retaining means/projection (34) actually snapping between two ridges of the outer wall of 
a sample tube to meet the limitation in the claim as long as the retaining means/projection 
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(34) of Leoncavallo is capable of doing so, which is the case. Therefore, Leoncavallo 
includes all the Umitations in claim 1 . 

3. Claim 1 is rejected under 35 U.S.C. 102(b) as being clearly anticipated by U.S. Patent 

No. 5,579,929 to Schwartz, 

Referring to claim 1, Schwartz discloses a rack (1) for use in a compound 
handling system for handling a multiplicity of tubes containing ahquots of chemical or 
biological samples. The rack comprises a single piece frame (11) with a top side and 
bottom side and storage compartments (14) configured and dimensioned to receive a 
sample tube containing chemical or biological sample (see FIGS. 1 and la; COL. 6, lines 
46-55). "Peripheral frame" has been interpreted as the frame being on the outer or 
exposed surface of the rack. Since the frame (1 1) is on the topmost surface of the rack, 
the frame (1 1) is considered "peripheral" (see FIGS. 1 and la). Separation walls define a 
plurality of rows of storage compartments (14) within the frame (11) (see FIGS. 1 and 
la). Since the Merriam- Webster Collegiate Dictionary defines grid as a network of 
uniformly spaced horizontal and perpendicular lines, the separation walls are considered 
"grid-like." The storage compartments (14), each of which has an inner wall, are open at 
the top and bottom side of the frame (1 1) so that a sample tube can be inserted within the 
inner wall of the storage compartment and into the storage compartment (14) and 
removable from the storage compartment (14) from either the top or bottom side of the 
frame (11) with one and the same orientation of the sample tube with respect to the frame 
(1 1) (see FIGS. 1 and la; COL. 6, lines 46-55). The retaining means (24, 25), which 
comprises a projection for retaining a sample tube within each of the storage 



Application/Control Number: 09/74 1 ,542 Page 5 

Art Unit: 1743 

compartments (14), is an integral part of the frame (1 1) as part of the inner wall of each 
storage compartment (14) (see FIGS. 1,1a, and 2; COL. 6, lines 46-55; COL. 7, lines 4- 
67; COL. 8, lines 1-65). The "inner surface" of the "inner wall" has been interpreted as 
the surface forming the interior of the storage compartment, such that the "inner surface" 
is part of the "inner wall" forming the surface of the storage compartment that may be in 
direct contact with the tubes (see FIGS. 1 and la). The projection is formed from the 
inner surface of the inner wall (see FIGS. 1 and la). The retaining means/projection (24, 
25) is configured and dimensioned to cooperate with a part of the outer wall of a sample 
tube in order to retain the sample tube at a predetermined position within the 
compartment (14) (see FIGS. 1, la, and 2; COL. 6, lines 46-55; COL. 7, lines 4-67; COL. 
8, lines 1-65). The retaining means/projection (24, 25) for retaining a sample tube (10) is 
configured and dimensioned to bias against a sample tube (10) positioned within the 
storage compartment (14) (see FIGS. 1, la, and 2; COL. 6, lines 46-55; COL. 7, lines 4- 
67; COL. 8, lines 1-65). The retaining means/projection (34) is suitable for snapping 
between two ridges of the outer wall of a sample tube that is positioned within the 
compartment (24) (see FIGS. 1 and la). It is noted that the sample tube has not been 
positively recited, such that Schwartz does not have to expUcitly disclose the retaining 
means/projection (34) actually snapping between two ridges of the outer wall of a sample 
tube to meet the hmitation in the claim as long as the retaining means/projection (34) of 
Schwartz is capable of doing so, which is the case. Therefore, Schwartz includes all the 
limitations in claim 1 . 
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Claim Rejections - 35 USC §103 



The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 

(1966), that are applied for establishing a background for determining obviousness under 35 

U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 
3- Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 



5. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

6. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 
5,080,232 to Leoncavallo as applied to claim 1 above, and further in view of U.S. Patent No. 
5,048,957 to Berthold et al. 



or nonobviousness. 
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Referring to claim 2, while Leoncavallo does not disclose compartments 
configured and dimensioned to receive an entire sample tube, Berthold et al. show 
cuvettes (20) entirely enclosed within the cuboid blocks (10) of the specimen rack (see 
FIG. 2; COL. 4, lines 21-25). Berthold et al. do not explicitly state why the cuvettes (20) 
are completely enclosed within the cuboid blocks (10) of the specimen rack; however, it 
appears the enclosure protects light-sensitive samples. Therefore, it would have been 
obvious to one having ordinary skill in the art at the time the invention was made to 
modify the rack of Leoncavallo by extending the inner walls of the storage compartments 
to completely enclose the sample tubes within the compartments as in Berthold to protect 
light-sensitive samples. 

7. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent No. 

5,579,929 to Schwartz as appHed to claim 1 above, and further in view of U.S. Patent No. 

5,048,957 to Berthold et al. 

Referring to claim 2, while Schwartz does not disclose compartments configured 
and dimensioned to receive an entire sample tube, Berthold et al. show cuvettes (20) 
entirely enclosed within the cuboid blocks (10) of the specimen rack (see FIG. 1\ COL. 4, 
lines 21-25). Berthold et al. do not explicitly state why the cuvettes (20) are completely 
enclosed within the cuboid blocks (10) of the specimen rack; however, it appears the 
enclosure protects light-sensitive samples. Therefore, it would have been obvious to one 
having ordinary skill in the art at the time the invention was made to modify the rack of 
Schwartz by extending the inner walls of the storage compartments to completely enclose 
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the sample tubes within the compartments as in Berthold to protect Hght-sensitive 
samples. 

8. Claims 1 (in the alternative) and 3 are rejected under 35 U.S. C. 103(a) as being 
unpatentable over U.S. Patent No. 5,080,232 to Leoncavallo as applied to claim 1 above, and 
further in view of U.S. Patent No. 5,514,343 to Verwohlt et al. 

Referring to claim 1 (altematively), Leoncavallo discloses all limitations 
including a projection (34) capable of snapping in between two ridges of the outer wall of 
a sample tube. Leoncavallo does not explicitly disclose a sample tube with two ridges on 
its outer wall. Verwohlt et al disclose tubes (16) with two ridges forming a groove (22) 
with which a projection can snap into firm engagement (see FIGS. 3 and 4; COL. 5, lines 
6-14). Therefore, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify the rack of Leoncavallo to include a tube with 
two ridges forming a groove for engagement with a projection as in Verwohlt et al. for 
firmly grasping and fixing the position of the tube. 

Referring to claim 3, Leoncavallo acknowledges that the storage compartments 
(24) may have any desired shape (see COL. 2, lines 67 and 68; COL. 3, line 1). While 
Leoncavallo do not explicitly disclose rectangular storage compartments, it is well known 
in the art to employ rectangular storage compartments as evidenced by Verwohlt et al. 
Verwohlt et al. disclose that the apertures (13) may have a polygonal shape, such as a 
rectangle or square (see COL. 2, lines 13-14). Therefore, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify the rack 
of Leoncavallo to use the conventional rectangular storage compartments as in Verwohlt 
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as desired. Furthermore, it has been held that change in shape or form is an obvious 
engineering design {In reDailey, 149 USPQ 47 (CCPA 1976)). 
9. Claims 1 (in the alternative) and 3 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over U.S. Patent No. 5,579,929 to Schwartz as applied to claim 1 above, and further 
in view of U.S. Patent No. 5,514,343 to Verwohlt et al. 

Referring to claim 1 (alternatively), Schwartz discloses all limitations including a 
projection (24, 25) capable of snapping in between two ridges of the outer wall of a 
sample tube. Schwartz does not expHcitly disclose a sample tube with two ridges on its 
outer wall. Verwohlt et al. disclose tubes (16) with two ridges forming a groove (22) 
with which a projection can snap into firm engagement (see FIGS. 3 and 4; COL. 5, lines 
6-14). Therefore, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify the rack of Schwartz to include a tube with two 
ridges forming a groove for engagement with a projection as in Verwohlt et al. for firmly 
grasping and fixing the position of the tube. 

Referring to claim 3, Schwartz does not explicitly disclose rectangular storage 
compartments. However, it is well known in the art to employ rectangular storage 
compartments as evidenced by Verwohlt et al. Verwohlt et al. disclose that the apertures 
(13) may have a polygonal shape, such as a rectangle or square (see COL. 2, lines 13-14). 
Therefore, it would have been obvious to one having ordinary skill in the art at the time 
the invention was made to modify the rack of Schwartz to use the conventional 
rectangular storage compartments as in Verwohlt as desired. Furthermore, it has been 
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held that change in shape or form is an obvious engineering design {In re Dailey, 149 



USPQ 47 (CCPA 1976)). 



Response to Arguments 



10. Applicant's arguments filed 8/4/2003 have been fully considered but they are not 
persuasive. 

11. Referring to claim 1, Applicant maintains that neither Leoncavallo nor Schwartz disclose 
any storage compartments for a sample tube, but only openings or cutouts (24) of a shelf (12) 
through which a sample tube can be inserted. Applicant further maintains that the retaining 
means disclosed by Leoncavallo or Schwartz does not retain a sample tube at a predetermined 
position but at any position within a predetermined range. Applicant further maintains that 
Leoncavallo or Schwartz only discloses insertion of a sample tube into openings (24) from above 
and nowhere does Leoncavallo or Schwartz even hint at inserting a sample tube into openings 
(24) from below. Apphcant further maintains that insertion of the tubes from below is not 
possible with the shapes of the tubes and the shapes of the retaining means disclosed by 
Leoncavallo or Schwartz. Applicant further maintains that Leoncavallo or Schwartz fails to 
teach or suggest adjacent storage compartment adjacent to each other and defined by walls 
between them; projections in the inner surface of the wall of each storage compartment in which 
the projection is suitable for the snapping between two ridges of the outer wall of a sample tube 
that is positioned within the storage compartment. 

According to Merriam-Webster's Collegiate Dictionary, a compartment is 1 : a 
separate division or section or 2 : one of the parts into which an enclosed space is 
divided. The "openings or cutouts" are separate divisions or sections or one of the parts 
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into which an enclosed space is divided. Each compartment or divided section holds a 
sample tube. Both the drawings and specification describe the storage compartment as 
openings. Referring to FIGS. 1-3, the storage compartments (5) are openings. The 
specification states on page 3, lines 25-27: "The storage compartments (5) are open at 
both ends, i.e. at the top surface and bottom surface of rack (1). The purpose of the two 
openings will be explained later in this specification." Leoncavallo or Schwartz 
discloses storage compartments open at both ends at the top and bottom surface of rack 
(see Leoncavallo: FIGS. 2, 3, and 6; COL. 2, lines 40-66; Schwartz: FIGS. 1 and la; 
COL. 6, lines 46-55). Leoncavallo or Schwartz teaches adjacent storage compartments or 
storage compartment that are next to each other and separated only by and defined 
primarily by the walls between them (see Leoncavallo: FIGS. 2, 3, and 6; Schwartz: 
FIGS 1 and la). 

Any position within a predetermined range is a predetermined position among 
possible predetermined positions within a predetermined range. In addition to disclosing 
that the sample tube is exactly positioned for automated operations when an abutment is 
provided, Schwartz also discloses that the sample tube inserted in the storage 
compartment is always arrested in a reliable manner, such that the sample tube is arrested 
at a position within a predetermined range (see COL. 6, lines 8-14). The abutment aids in 
arresting the sample tube at a desired position other than the sample tube is spontaneously 
arrested without the abutment. Nevertheless, with or without the abutment the sample 
tube is at a certain position within a predetermined range. It is also noted the open 
language of the claim "comprises" does not restrict the inclusion of the abutment along 
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with the projection in performing the function recited in the method Umitation. Examiner 
emphasizes that the manner of operating the device does not differentiate the apparatus 
claims from the prior art. MPEP 2114. A recitation with respect to the manner in which 
a claimed apparatus is intended to be employed, such as the position the retaining means 
retains the sample tube, does not differentiate the claimed apparatus from a prior art 
apparatus if the prior art apparatus teaches all of the structural limitations of the claims. 
Therefore, since Leoncavallo or Schwartz teaches all the structural Hmitations of the 
claims including the retaining means, the claimed apparatus cannot be differentiated from 
Leoncavallo or Schwartz based on the position the retaining means retains the sample 
tube. 

While Leoncavallo or Schwartz does not exphcitly disclose inserting a sample 
tube into the openings from below, the claim gives the option of . .a sample tube is 
insertable into the storage compartment from either the top side of the frame or the 
bottom side of the frame." Therefore, inserting the sample tube from the top as in 
Leoncavallo or Schwartz meets the limitation. According to Merriam- Webster's 
Collegiate Dictionary, -able means capable of The language insertable means capable to 
insert or to be inserted and removable means capable of being removed. Since the 
compartments are open at both ends, the sample tube is insertable or removable from the 
top and below. The shape of the storage compartments and retaining means do not 
prevent the sample tube from being inserted from below. The shapes of the storage 
compartments and retaining means are the same top and bottom. If it is insertable or 
removable from the top, it is insertable or removable from the bottom. Examiner 
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emphasizes that the manner of operating the device does not differentiate the apparatus 
claims from the prior art. MPEP 2114. A recitation with respect to the manner in which 
a claimed apparatus is intended to be employed, such as inserting sample tubes from the 
bottom, does not differentiate the claimed apparatus from a prior art apparatus if the prior 
art apparatus teaches all of the structural limitations of the claims. Therefore, since 
Leoncavallo or Schwartz teaches all the structural limitations of the claims including the 
compartment open at the top and bottom, the claimed apparatus cannot be differentiated 
from Leoncavallo or Schwartz based on inserting sample tubes from the bottom. 

Examiner emphasizes that the retaining means of the primary references are 
capable of interacting with any feature — wall, ridge, etc. — to retain the tube in a desired 
position. Leoncavallo or Schwartz teaches that the projections are part of and formed 
from the inner surface of the wall of each storage compartment, such that the surfaces of 
the projection may also be considered the inner surface of the wall (see Leoncavallo: 
FIGS. 2, 3, and 6; Schwartz: FIGS. 1 and la). It is noted that the phrase "inner surface 
of the inner wall" may be confusing by overstating the "innerness" of the surface 
inherently interior to the inner wall. Since the sample tube has not been positively recited 
and the projection need only be suitable for such snapping function without explicit 
mention in the prior art, both Leoncavallo and Schwartz each meet the limitation of a 
projection suitable for snapping between two ridges of the outer wall of a sample tube 
positioned within the storage compartment. Verwohlt has been cited in the alternative to 
demonstrate that sample tubes with two ridges for the snapping function is well known 
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and advantageous for securing the sample tube within the storage compartments of 
Leoncavallo or Schwartz via their projections. 
12. Referring to claim 2, Applicant maintains that neither Leoncavallo nor Schwartz disclose 
any storage compartment for a sample tube, but only openings or cutouts (24) of a shelf (12) 
through which a sample tube can be inserted, and therefore, Leoncavallo or Schwartz cannot 
suggest storage compartments each of which is adapted for holding an entire sample tube. 
Applicant further maintains Berthold discloses storage compartments each of which is adapted to 
receive an entire sample tube, but the storage compartments disclosed by Berthold have no 
retaining means of the kind mandated by the Applicant's claim. Applicant further maintains that 
Berthold fails to disclose storage compartments that allow insertion of sample tubes from the top 
or bottom. Applicant further maintains that no combination of Leoncavallo or Schwartz and 
Berthold suggest the claimed invention. 

As previously discussed, Leoncavallo or Schwartz discloses storage compartment 
with open at the top and bottom as required by the claim and defined by the specification. 
Applicant admits that Berthold discloses storage compartments adapted to receive an 
entire sample tube, meeting the limitation in claim 2. It does not matter if the secondary 
reference Berthold does not disclose retaining means or storage compartments allowing 
insertion of sample tubes from below, as the reference serve to provide the limitation of 
the storage compartments adapted to receive an entire sample tube not explicitly 
disclosed by the primary reference and the motivation for providing the limitation. 
Leoncavallo or Schwartz already provides the limitation of retaining means and the 
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capability of inserting the tube from the top or bottom is inherent to the apparatus of 
Leoncavallo or Schwartz. 

While Leoncavallo, Schwartz, or Berthold does not explicitly disclose inserting a 
sample tube into the openings from below, the claim gives the option of . .a sample tube 
is insertable into the storage compartment from either the top side of the frame or the 
bottom side of the frame." Therefore, inserting the sample tube from the top as in 
Leoncavallo, Schwartz, or Berthold meets the limitation. According to Merriam- 
Webster's Collegiate Dictionary, -able means capable of The language insertable means 
capable to insert or to be inserted. Since the compartments of Leoncavallo or Schwartz 
are open at both ends, the sample tube is insertable from the top and below. The shape of 
the storage compartments and retaining means do not prevent the sample tube from being 
inserted from below. The shapes of the storage compartments and retaining means are 
the same top and bottom. If it is insertable from the top, it is insertable from the bottom. 
Examiner emphasizes that the manner of operating the device does not differentiate the 
apparatus claims from the prior art. MPEP 2114. A recitation with respect to the manner 
in which a claimed apparatus is intended to be employed, such as inserting sample tubes 
from the bottom, does not differentiate the claimed apparatus from a prior art apparatus if 
the prior art apparatus teaches all of the structural hmitations of the claims. Therefore, 
since Leoncavallo or Schwartz teaches all the structural limitations of the claims 
including the compartment open at the top and bottom and Berthold provides the 
limitation of the compartments adapted to receive an entire sample tube, the claimed 
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apparatus of claims 1 and 2 cannot be differentiated from Leoncavallo or Schwartz in 
view of Berthold based on inserting the sample tubes from the bottom. 

Examiner notes that the tube(s) is/are not a positively recited element of the 
structure and defining the rack structure in terms of the tube(s) does not form a definite 
limitation to the structure. Referring to claim 1, the compartment does not have any 
required dimensions such as height. In claim 2, Applicant appears to be claiming that the 
dimensions are sufficient to enclose an entire tube within the compartment. From this it 
is clear that the compartment of claim 1 can enclose less than the entire tube, which is 
clearly met by both primary references. 

Since Leoncavallo or Schwartz provides the limitations of claim 1 and Berthold 
provides the limitation of claim 2 with motivation, the combination suggests the 
invention of claim 2. 

13. Referring to claim 3, Applicant maintains that Leoncavallo fails to anticipate or suggest a 
rack as claimed. Applicant further maintains that the passage of Verwohlt cited by the Examiner 
does not concern the shape of the storage compartments but the shape of the wells (16). 
Applicant further maintains that it would make no sense to use the device disclosed by 
Leoncavallo in such a way that the projection of each opening snaps in a groove of the outer 
surface of a sample tube because after that it would be difficult to remove the tube from the rack. 
Applicant further maintains that these documents provide no motivation and guidance for one of 
ordinary skill in the art to make the combination suggested by the Patent Office. Applicant 
further maintains that the combination of teachings of Leoncavallo and Verwohlt does not 
suggest the claimed invention. Applicant further maintains that the rejection of Schwartz in view 
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of Verwohlt is unsound as set forth above with respect to claim 1 . Applicant further maintains 
that one or ordinary skill in the art would not have been motivated to combined the disclosures of 
Schwartz and Verwohlt for the reasons set forth above with respect to Leoncavallo and 
Verwohlt. 

As discussed above, Leoncavallo or Schwartz provides all the structural 
limitations in claim 1. Verwohlt provides the limitations of rectangular storage 
compartments of claim 3 and projection configured and dimensioned to snap in between 
two ridges of the outer wall of a sample tube of claim 1 in the alternative. Verwolht 
concerns the shape of the storage compartments, which are in the form of wells or 
openings. The wells are the storage compartments. It is just different terminology for the 
same element. The wells or storage compartments both receive and hold a sample tube. 
Furthermore, the shape of the compartment does not affect the function of the apparatus, 
and mere shape of the compartment is within the skill of the routineer in the art {In re 
Dailley, 149 USPQ 47). AppHcant does not explain why it would not make sense to use 
the device disclosed by Leoncavallo or Schwartz in such a way that the projection of each 
opening snaps in a groove of the outer surface of a sample tube because it would be 
difficult to remove the tube from the rack. Referring to FIG. 7 in Leoncavallo or FIG. 4 
in Schwartz, the projection could fit against the groove with movement of the projection 
limited by the ridges. Applicant does not explain why the tube would be difficult to 
remove from the rack. The tube is placed in the rack with the projection between the 
ridges and with slight movement the tube can be removed from the rack whether it be 
from the top or bottom. 
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Since Leoncavallo or Schwartz provides the Umitations of claims 1 and Verwohlt 
provides the limitation of claims 3 and 1 in the alternative with motivation, the 
combination suggestions the invention of claims 3 and 1 in the alternative. 
14. Applicant points out that neither Verwohlt nor Berthold teach or suggest a rack having 
storage compartments each of which is open at both ends (top and bottom) as required in the 
claims, much less a rack that allows a sample tube to be inserted into the storage compartment 
from either the top or bottom side of the frame. Applicant further maintains that there is no 
motivation in either of these documents to modify a rack so that a tube is removable from the 
storage compartment from either the top side of the frame or the bottom side of the frame with 
one and the same orientation of the sample tube with respect to the frame. 

As discussed above, the primary references Leoncavallo or Schwartz provides the 
teaching or storage compartments each open at both ends such that a sample tube is 
insertable into the compartment from either the top or bottom side of the frame. The 
secondary references Verwohlt or Berthold need not have all the hmitations in the claims. 
They only serve to provide the missing limitation and the motivation for providing the 
limitation to combine with the primary reference. Examiner emphasizes that method 
limitations or removing the tube from the compartment from either the top or bottom side 
of the frame with one and the same orientation of the sample tube is not given patentable 
weight in apparatus claims. 

Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth Quan whose telephone number is (703) 305-1947. The 
examiner can normally be reached on M-F (8:00-4:30). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on (703) 308-4037. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-0661 . 



Elizabeth Quan 
Examiner 
Art Unit 1743 
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